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DECI SI ON ON APPEAL

This is a decision on appeal under 35 U. S.C. 8§ 134(a) from

the final rejection of clains 40-48.

! Application for patent filed Cctober 22, 1999, entitled
"User Friendly Renpte System Interface Wth Menu Hi ghlighting,"”
which is a division of Application 08/917,857, filed
August 27, 1997, now U.S. Patent 6,313,851, issued
Novenber 6, 2001
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W affirm

BACKGROUND

The invention relates to providing enhanced highlighted nenu
choices to enable a user to determne easily froma distance the
current position of a selection on a nmenu. This overcones the
probl em of nmenu choi ces not being adequately distinguishable from
t he background when conputer functions are inplenented on a |arge
screen such as a |l arge-screen tel evision display (specification,
p. 4, line 13 top. 5 line 1). As shown in Fig. 17, and
described in the specification at page 30, line 9 to page 32,
line 6, the nenu options 1701- 1704 have rectangul ar shapes which
are spaced by x-border and y-border paraneters (set to zero in
Fig. 17 so there is no space between themy. A "focus frane"
hi ghlights the current selection option. The focus frane may
surround a selected item or may change the col or and/or size of
the selected item

Claim40 is reproduced bel ow.

40. A systemfor highlighting a current selection
conpri sing:

a storage for storing a |ist of nenu options;

a display for displaying the Iist of nenu options in
response to a start or nenu button, each option residing in
a shape, one of said list being the current sel ection, each
shape being separated from an adj acent shape by a spacing
di stance based on border paraneters;
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a processor for determ ning which of said |ist of nenu
options is the current selection, for enlarging the size of
said shape, and for controlling said display to display said
enl arged shape surroundi ng said current selection.

The examiner relies on the foll ow ng reference:

Wggins et al. (Wggins) 5,463,727 Cctober 31, 1995

Clainms 40-48 stand rejected under 35 U . S.C. § 103(a) as
bei ng unpat ent abl e over W ggi ns.

The rejection of clainms 40-48 under 35 U.S.C. 8§ 112, first
par agr aph, based on lack of witten description has been
W t hdrawn (exam ner's answer, p. 2).

W refer to the Ofice action (Paper No. 7) and the
exam ner's answer (Paper No. 21) (pages referred to as "EA ")

for a statement of the examiner's rejection, ?

and to the appeal
brief (Paper No. 20) (pages referred to as "Br__") and reply
brief (Paper No. 23) (pages referred to as "RBr__") for a

statenment of appellants' argunents thereagainst.

2 The examiner's answer refers to the statenment of the

rejection in Paper No. 14, which refers to the statenent of the
rejection in the previous Ofice action, which is Paper No. 12,
which refers to the statenent of the rejection in the previous
Ofice action, which is Paper No. 7 (an intervening Paper No. 10
being a notice of defective anendnent). This does not conply
with the Manual of Patent Exam ning Procedure § 1208 (7th ed.
Rev. 1, Feb. 2000) ("Only the statenments of grounds of rejection
appearing in a single prior action may be incorporated by
reference. An exam ner's answer should not refer, either
directly or indirectly, to nore than one prior Ofice action.")
and should not be done by the exam ner in the future.
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GPI NI ON

W 0gi ns and the rejection

Wggins, Fig. 1, discloses a nenu screen 10 di splaying a
list of nmenu options 11-16. Each nenu option resides in a
rectangul ar icon (rectangul ar shape). One of the options,
option 16, is the current selection. Each rectangular shape is
separated from an adj acent shape by a spacing distance. The
di stance between icons (shapes) in the vertical direction is
constant and the distance between icons (shapes) in the
horizontal direction is constant, and it stated that "the icons
that are provided in the nenu may have any ot her desired shape,
size, arrangenment or other visible characteristic" (col. 3,
lines 41-43). Wggins does not nention the term "border
paraneter."” A processor determ nes which of the nmenu options is
the current selection, for exanple, by detecting novenent of a
cursor to a selected icon (col. 3, lines 24-27). The appearance
of the selected icon is changed to make it stand out (col. 3,
lines 27-33). One indication of selection is to outline or draw
a band around the icon (col. 3, lines 27-29 & 33), i.e.,
enl arging the size of the shape as shown by outline 17. The
exam ner finds that Wggi ns does not teach the nenu itens being
di spl ayed in response to a Start or Menu button, but takes
Oficial Notice that displaying a nmenu in response to a Start or

Menu button was well known and concludes that it woul d have been
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obvious to employ in Wggins (Paper No. 7, p. 3). This

concl usion is not chall enged.

Anal ysi s

Appel  ants argue (Br6): "Wggins does not teach or suggest
each shape being separated from an adj acent shape by a spacing
di stance based on border paranmeters. Wggins does not teach or
suggest border paraneters at all." It is argued that "Figure 1
in the Wggins' disclosure illustrates nenu itens separated by a
di stance, however, there is no teaching or suggestion of each
shape bei ng separated from an adjacent shape by a spacing
di stance based on border paraneters"” (Br7).

It is true that Wggi ns does not describe spacing the
rectangul ar icons using on the term nol ogy "border paraneters."
Nevert hel ess, we conclude that the limtation "each shape being
separated from an adjacent shape by a spacing di stance based on
border paraneters” is suggested by Wggins. Appellants’
speci fication describes the "border paraneters” as follows
(p. 31, lines 15-16): "Two rel ated paraneters 'x-border' and
"y-border' represent the spacing between elenents in the x and y
directions, respectively.”" Thus, the border paraneters are the
spaci ng between elenents in the x and y directions, the spacing

bet ween borders of the elenents. Wggins states that "the icons
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that are provided in the nenu may have any ot her desired shape,
size, arrangenment or other visible characteristic" (col. 3,

lines 41-43). The fact that there may be any arrangenent of

i cons suggests to one of ordinary skill in the art of interface
design that the arrangenent, such as the spaci ng between
rectangular icons in Fig. 1 of Wggins, can be set as a matter of
design preference. In any case, however, Fig. 1 of Wggins shows
one arrangenment of rectangular icons having a constant spacing
bet ween two rectangular icons in the vertical ("y") direction and
a constant spacing between the two rectangular icons in the
horizontal ("x") direction. The anount of spacing specified

bet ween el enments shown W ggi ns can be described in many different
wor ds, including "border paraneters"; the actual term nol ogy used
to describe the predeterm ned visible anount of space around an
icon is not inportant. That is, the designer of the rectangul ar
arrangenent of icons in Fig. 1 nust have specified a particular

di stance between icons in the vertical direction (as evidenced by
the fact that the spaces between icons 11 and 12, 12 and 13, 14
and 15, and 15 and 16, are the sane) and in the horizontal
direction (as evidenced by the fact that the spaces between icons
11 and 14, 12 and 15, and 13 and 16, are the sane); these

speci fied di stance val ues can be call ed anything, including

"border parameters.” The spacing di stance between icons is set
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to this predeterm ned val ue and, so, the distance can be ternmed a
"spaci ng di stance based on border paraneters.”
In the exam ner's answer, the exam ner states (EA4):

Wggins discloses in figure 1, rectangle 11 separated from
rectangle 12 by a horizontal [sic, vertical] spacing

di stance between the two rectangles. Simlarly, rectangle
11 [is] separated fromrectangle 14 by a vertical [sic,
hori zontal ] spacing distance between the two rectangles.
The border paraneters of the rectangles, which are the
length and width of each rectangle defined by screen pixel
coordi nates defines the spacing distance. Thus as can be
clearly seen in figure 1, the spacing di stance between
rectangles 11 and 12 is based on the borders of

rectangles 11 and 12. Simlarly, the spacing distance
between rectangles 11 and 14 is based on the borders of
rectangles 11 and 14. [Enphasis added. ]

Appel  ants di spute the statenent underlined above and argue
that even if the "border paraneters” enconpass the |ength and
wi dth of each rectangle, Wggins would still not teach or suggest
a spaci ng di stance based on border paraneters (RBr2-3).

It appears that the examner is trying to interpret the
claimin such a way that "border paraneters” are the positions of
t he horizontal and vertical borders of the rectangular icons in
Wggins, instead of the spacing between el enents as described in
t he specification at page 31, lines 15-16. Although we agree
t hat border paraneters, as broadly clained, could be interpreted
to refer to the borders of the rectangles, this does not address

t he actual claimlanguage of "each shape being separated from an

adj acent shape by a spacing di stance based on border paraneters.’

VWil e the border paraneters, as defined by the exam ner, of two
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adj acent rectangl es determ ne a spacing distance, it does not
seem accurate to say that the distance is "based" on border
paraneters. Neverthel ess, as discussed in the second paragraph
of this section, we conclude that the Iimtation of "each shape
bei ng separated from an adj acent shape by a spaci ng distance
based on border paraneters” would have been suggested to one of
ordinary skill in the art by Fig. 1 of Wggins.

Appel l ants argue (RBr4):

W ggi ns does not teach or suggest the spacing distance
based on border paraneters. At best, the distance between
rectangles in Fig. 1 of Wggins is randonmly determ ned as
there is no discussion at all in Wggins as to howit is
determned, if at all. This is very different fromthe
present invention where each shape is separated from an
adj acent shape by a spacing di stance based on border
par anet er s.

As di scussed, al though Wggi ns does not nention the
term nol ogy "border paraneters,"” the rectangular icons in Fig. 1
of Wggins are spaced from adjacent icons in the x and y
directions by specified distances, which can be terned "border
paraneters.” The distances are clearly specified or they would
not appear constant in Fig. 1. Thus, the icons are separated by
a "spacing distance based on border paraneters.” The fact that
the arrangenent of icons is not inportant to Wggins and, so, is

not described in words, does not negate the teaching value of the

uni form spaci ngs shown in Fig. 1. Nor does the |lack of textua
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di scussion inmply that the distance is "randonly determ ned," as
argued, since Fig. 1 clearly shows uniform not random spacings.
At the oral hearing, counsel argued that Wggi ns does not
di scl ose controlling the spaci ng based on "border paraneters.”
We do not find the argunment about "controlling" in the
briefs. The Board' s decision is based on the witten record, not
on new argunents presented for the first tinme at oral hearing,

see Manual of Patent Exami ning Procedure 8§ 1206 (8th ed. Aug.

2001) (citing In re Chiddix, 209 USPQ 78 (Conmir Pat. 1980)).

W will not speculate on how the clainms could be anended to
defi ne patentable subject matter. |If the clains recited
"“controlling a spacing distance based border paranmeters,” the
exam ner could take the position that the icons in Wggins are
controll ed by the conputer to take a di stance between icons based
on a distance (a "border paraneter") specified by the nenu
designer. The exam ner could also apply an additional reference
to show that the size, shape, and spacing of graphical itens on a
di splay are controlled by setting of paraneters, which appears to
be sonmething that assignee Mcrosoft could admt to be known.

For the reasons di scussed above, we conclude that the

exam ner established a prim facie case of obvi ousness which

appel | ants have not shown to be in error. The rejection of

clainms 40-48 i s sustai ned.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFI RVED

LEE E. BARRETT
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

HOWNARD B. BLANKENSHI P
Adm ni strative Patent Judge
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